
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.usplo.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/648,293 



08/27/2003 



Hedley James Francis 



23117 7590 07/24/2006 

NIXON & VANDERHYE, PC 

901 NORTH GLEBE ROAD, 1 1TH FLOOR 

ARLINGTON, VA 22203 



550^50 



4462 



EXAMINER 



PAN, DANIEL H 



ART UNIT 



PAPER NUMBER 



2183 

DATE MAILED: 07/24/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summsrv 


Application No. 

10/648,293 


Applicant(s) s> 

FRANCIS ET AL 


Examiner 

Daniel Pan 


Art Unit 

2183 





-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -■ 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. , 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )M Responsive to communication(s) filed on 05 May 2006 . 
2a)l3 This action is FINAL. 2b)Q This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 1-62 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) [X] Claim(s) 1-62 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) __ are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) 13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
bM AH b)D Some * c)D None of: 

1 .[3 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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1. Claims 1-62 remain for examination. 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claims 43,45-53,55-62 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. The computer program product is 
directed to a program per se. The evidence shows that applicant's embodiment can be 
done in mixed hardware and software, and it can be also done in pure software (see 
page 15, lines 6-13). Furthermore, no specific elements of the program product have 
been reflected into the claim body to support the program product in the preamble. 
Therefore, program product is read as a mere program. Hence, no useful , concrete , 
and tangible results can be determined. As to the newly amended feature , although 
claim 43 recites the instruction code embodied in a medium readable by data 
processing apparatus, it does not restricted into hardware. Instead, it included both the 
hardware [hardware] and pure software (see page 15, lines 6-13). See further 
discussions in response to (a) and (b) below. The dependent claims add no substantial 
practical application to the idenpendent claim 43. 

3. Rejection to claim 44,54 under "101" has been withdrawn because it specifically 
shows hardware control. 

4. Claims 1-17,21-38, 42-58,62 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Ohshima (5,598,544). 
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5. Claims 18-20, 39-41 , 59-61 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ohshima (5,598,544) in view of Komatsu (6,324,686) . 

6. The rejections are maintained and incorporated by reference the last office action 
on 02/08/06. 

7. The response filed on 05/05/06 has been fully considered but is not persuasive. 
In the remarks, applicant argued that : 

a) there is no requirement under U.S.C. 101 that specific elements of the program 
product be reflected into the claim; 

b) clams 43-62 are concerned with how a data processing apparatus handles 
fragmented instructions (page 2, lines 4-7 and page 3, lines 1-3). Although fragmented 
instructions can be desirable, they are associated problems such as memory aborts 
(page 8, lines 21-24). The program product recited in claims 43-62 enable s a data 
processing apparatus to handle such situations thus to operate more efficiently; 

c) Ohshima did not disclose variable length instructions stored within a plurality of 
discrete memory address regions; 

d) where are the discrete and separate memory locations storing different parts of a 
variable length instruction ? 

e) detection of the attempt to execute a variable length instruction spanning two discrete 
memory address regions in not taught by Ohshima; 

f) Reading-out of the code storage section puts the rearranged segments of the 
instruction onto the instruction code bus. Consequently, Ohshima fails to disclose 
concatenating instruction data ...into a fix-up memory address region of said memory; 
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g) there is no fix-up memory address region of the memory; 

h) details of diverting or restoring g execution flow is not shown. 



8. As to a) above, when the examiner has reason to believe that the claim is not for 
a practical application that produces a useful result, the claim should be rejected, thus 
requiring the applicant to distinguish the claim from the three § 101 judicial exceptions 
to patentable subject matter by specifically reciting in the claim the practical application. 
In such cases, statements in the specification describing a practical application may not 
be sufficient to satisfy the requirements for section 101 with respect to the claimed 
invention. Likewise, a claim that can be read so broadly as to include statutory and 
nonstatutory subject matter must be amended to limit the claim to a practical 
application. In other words, if the specification discloses a practical application of a § 
101 judicial exception, but the claim is broader than the disclosure such that it does not 
require a practical application, then the claim must be rejected (see page 21 of the 101 
Interim Guidelines at uspto.gov). Furthermore, computer programs claimed as 
computer listings per se, i.e., the descriptions or expressions of the programs, are not 
physical "things." They are neither computer components nor statutory processes, as 
they are not "acts" being performed. Such claimed computer programs do not define 
any structural and functional interrelationships between the computer program and 
other claimed elements of a computer which permit the computer program's 
functionality to be realized (see page 53 of the 101 Interim Guidelines atuspto.gov). 
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In the instant case, applicant's embodiment can be done in mixed hardware and 
software, and it can be also done in pure software (see page 15, lines 6-13). 
Furthermore, no specific elements of the program product have been reflected into the 
claim body to support the program product in the preamble. Therefore, the claim does 
not define any structural and functional interrelationships between the computer 
program and other claimed elements of a computer which permit the computer 
program's functionality to be realized. Hence, no useful , concrete , and tangible results 
can be determined. 

9. As to b), applicant is reminded that unclaimed features cannot be used to 
overcome the prior art (e.g. see CCPA In re Lundenberg & Zuschlag , 1 1 3, USPQ 530, 
534 (1957)). For example, nowhere does applicant claim recite the memory abort or the 
like. See also discussions in a) above. 

10. As to c), Ohshima disclosed variable length instructions (see fig.7A) stored 
within a plurality of discrete memory address regions (see basic segment 1 and basic 
segment 2, see also figs.4 and 6A, code blocks); 

11. As to d), "discrete and separate memory locations storing different parts of a 
variable length instruction" is not being claimed. Two discrete memory address regions 
are not necessarily separate or non-continuous. 

12. As to e) , see basic segment 1 and basic segment 2 in fig.7A. Applicant only 
recites two discrete memory address regions.. 

1 3. As to f), Ohshima's warp-around feature was a concatenation. 

1 4. As to g), see fig.2a,b for fix up memory region. 
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1 5. As to h), Ohshima taught diverting the execution flow to execute current variable 
length instruction (see execution unit for execution ) from the concatenated instruction 
data in the fix-up memory region (see the variable length instruction segments in 
fig.2a,b). 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dan Pan whose telephone number is 703 305 9696, or 
the new number 571 272 4172. The examiner can normally be reached on M-F from 
8:30 AM to 4:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chan, can be reached on 703 305 9712, or the new number 571 272 4162. 
The fax phone number for the organization where this application or proceeding is 
assigned is 703 306 5404. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). n 
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